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today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore HAI RSTON, JERRY SM TH and KRASS, Admi ni strative Patent

Judges.
HAI RSTON, Adni nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 6

through 28. In the parent application, the Board in a

! Application for patent filed January 10, 1994.
According to the appellant, the application is a continuation
of Application No. 07/770,713, filed Cctober 3, 1991, now
abandoned, which is a continuation of Application No.

07/ 362,402, filed July 5, 1989, now abandoned.
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deci sion (93-1876) dated Novenber 11, 1993, sustained the

obvi ousness rejection of clains 6 through 22.
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Claim6 on appeal is as follows:

6. A data code support, such as a card or sheet
conprising a surface having at | east one predeterm ned unit of
surface area delineated thereon, said at | east one
predeterm ned unit of surface area being divided into four
regions having simlar dinensions, each region of said four
regions constituting a unitary recording area and portraying a
di fferent binary notation comencing with the | owest order of
bi nary notations and thereafter successive binary notations,
said | owest order of binary notations being depicted by a
unitary recorded area or region being shaded to represent the
| onest order of a binary notation value of a group of selected
bi nary notation values, the remai nder of said regions
sel ectively being shaded to depict any one of a predeterm ned
nunber of selected binary notation val ues.

Claim6 in the parent application is reproduced as
fol |l ows:

6. A data code support, such as a card or sheet
conprising a surface having at |east one unit of surface area
del i neated thereon, said at |east one unit of surface area
being divided into at | east two regions having simlar
di mensi ons, each region of said at |east two regions
portraying a different colum of binary notation conmencing
with the | owest order columm of binary notation and thereafter
t he successive columms of binary notation, identical regions
of said at | east one unit representing the sane colum, at
| east one region of said at | east one unit being shaded to
represent one binary notation value of a group of selected
bi nary notation val ues, each binary notation value of said
group of selected binary notation values having a
predet erm ned nunber and conpl enentary arrangenent of said
shaded regi ons.

Claim23 was added in this application, and it reads as
fol | ows:

23. A data code recognition nethod, said nethod
conprising the steps of:
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defining a data code support having a surface with at
| east one predeterm ned unit of surface area delineated
thereon, said at | east one predeterm ned unit of surface area
bei ng divided into four equal regions having simlar
di mensi ons, each region of said four regions constituting a
unitary recording area and portraying a different binary
notati on conmencing with the | owest order of binary notation
and thereafter successive binary notations, said | owest order
of binary notations being depicted by a unitary recording area
or region being shaded to represent the | owest order of a
bi nary notation value of a group of selected binary notation
val ues, the renmi nder of said regions selectively being shaded
to depict any one of a predeterm ned nunber of selected
not ati on val ues;

pl aci ng an apparatus for reading a data code on said
defi ned data code support adjacent said defined data code
support;

directing light signhals onto said data code support from
a light source of said apparatus for reading the data code of
sai d data code support;

receiving the reflected or transmtted [ight signals from
said light source directed onto said data code support by said
apparatus for reading the data code;

simul taneous with said receiving step, corresponding said
light signals received by said apparatus for each shaded
region being read by said apparatus as 1, and for each region
bei ng not so shaded as 0, such that said data code on said
data code support is read directly into digital signals.

In response to the exam ner’s statenent (final rejection,
page 2) that “Clains 6-28 are rejected as set forth
previously,” appellant states (Brief, page 2) that “it is not

cl ear how new Cl ains 23 through 28 are rejected ‘as set forth
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previously’ since no specific rejection relative to these
cl ai rs has ever been made of record by the Exam ner with
respect to any prior art ‘as set forth previously’.” 1In a
summati on of the status of the clains, appellant also states
(Brief, page 3) that “[t]he very general rejection set forth
with respect to Cainms 6 through 28 both in the Ofice Action
of July 1, 1994, and February 1, 1995, does not neet the
burden the CAFC has placed upon the Patent O fice in order to
state a 35 U.S.C. 103 rejection.”

In view of the anmendnents nade to clainms 6 through 22,
and the newy added clains 23 through 28, we nust agree with

appel l ant that the exam ner has not established a prim facie

case of obviousness. As indicated supra, the clainms on appea
are not the clains that were presented in the parent
application. It follows, therefore, that the clainms on appea
can not be rejected “as set forth previously” (fina
rejection, page 2) because the clains on appeal are not “the
sane as previously adjudicated by the Appellant Forum [sic,
Board] in paper no. 22" (Answer, page 2). If the clains on

appeal are rejected “as set forth previously,” then does the
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appeal also include the two rejections? that the Board
reversed in the prior appeal ?

In addition to the lack of a positive statenment of the
rejection(s), the Examner’s Answer |acks a response to
appel l ant’ s extensive analysis of the clainmed invention and

the applied prior art under G ahamyv. John Deere, 383 U S 1,

148 USPQ 459 (1966) (Brief, pages 8 through 20).

In summary, a prima facie case of unpatentability of the

cl ai med i nvention has not been established by the exam ner.
The exam ner’s rejection(s), if any, of the clained invention
are reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
ERRCL A. KRASS ) APPEALS
Adm ni strative Patent Judge ) AND

2 The rejections of clains 6 through 22 under the second
paragraph of 35 U.S.C. § 112, and 35 U.S.C. § 102(b) were
reversed.
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JERRY SM TH
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)
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